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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

(Case No. 99,216-S ) 



In the Application of: 

Roninson 

Serial No.: 1 0/032,264^ 

Filing Date: December 21, 2001 

For: Reagents and Methods for Identifying 
and Modulating Expression of Tumor 
Senescence Genes 



Examiner: 

Group Art Unit: 1632 



PATENT 



Commissioner for Patents 
PO Box 1450 

Alexandria, VA 223 13-1450 

TRANSMITTAL LETTER 

1 . We are transmitting herewith the attached papers for the above-identified patent application: 
^ Supplemental Information Disclosure Statement 
£3 International Search Report 
13 PTO Form 1449 and cited references 



2 GENERAL AUTHORIZATION TO CHARGE OR CREDIT FEES: Please charge any 

additional fees or credit overpayment to Deposit Account No. 13-2490. A duplicate copy of this sheet 
is enclosed. 



CERTIFICATE OF MAILING UNDER 37 CFR § 1.8: The undersigned hereby certifies that this 
Transmittal Letter and the papers, as described in paragraph 1 herein-above, are being deposited with 
the United States Postal Service with sufficient postage as \m^fT^we\opQ addressed to: 
Commissioner for Patents, PO Box 1450, Alexandria, VA 223 1£, on this 30th day of July 2003. 




Kevin E. Noonan 
Registration No. 35,303 



MCDONNELL BOEHNEN 
HULBERT & BERGHOFF 
300 SOUTH WACKER ORIVE 
CHICAGO, ILLINOIS 60606 
TELEPHONE (312)913-0001 



PATENT COOPERATION TREATY 



From the INTERNATIONAL SEARCHING AUTHORITY 



To: 

McDonnell boehnen hulbert 
& berghoff 

Attn. Noonan, Kevin E. 
300 South Wacker Drive 
Chicago, IL 60606 
UNITED STATES OF AMERICA 



PCT 



^ Lit 

NOTIFICATION OF TRANSMITTAL OF /O/// \r{K 
THE INTERNATIONAL SEARCH REPORT / ^ 
OR THE DECLARATION 

(PCT Rule 44.1) 



Date of mailing 
(day/month/year) 



11/07/2003 



Applicant's or agents file reference 

99,216-T 



FOR FURTHER ACTION 



See paragraphs 1 and 4 below 



International application No. 

PCT/US 01/50574 



International filing date 
(day/month/year) 21/1 2/200 1 



Applicant 

BOARD OF TRUSTEES OF THE UNIVERSITY OF ILLINOIS 



1 . The applicant is hereby notified that the International Search Report has been established and is transmitted herewith. 
Filing of amendments and statement under Article 19: 

The applicant is entitled, if he so wishes, to amend the claims of the International Application (see Rule 46): 

When? The time limit for filing such amendments is normally 2 months from the date of transmittal of the 
International Search Report; however, for more details, see the notes on the accompanying sheet. 



Where? Directly to the 



International Bureau of WIPO 
34, chemin des Colombettes 
121 1 Geneva 20, Switzerland 
Fascimile No.: (41-22) 740.14.35 



For more detailed instructions, see the notes on the accompanying sheet. 

2. I — I The applicant is hereby notified that no International Search Report will be established and that the declaration under 
> — ■ Article 1 7(2)(a) to that effect is transmitted herewith. 

3. With regard to the protest against payment of (an) additional fee(s) under Rule 40.2, the applicant is notified that: 

□ the protest together with the decision thereon has been transmitted to the International Bureau together with the 
applicant* s request to forward the texts of both the protest and the decision thereon to the designated Offices. 

| | no decision has been made yet on the protest; the applicant will be notified as soon as a decision is made. 

4. Further action(s): The applicant is reminded of the following: 

Shortly after 18 months from the priority date, the international application will be published by the International Bureau. 
If the applicant wishes to avoid or postpone publication, a notice of withdrawal of the international application, or of the 
priority claim, must reach the International Bureau as provided in Rules 90o/s.1 and 906/S.3, respectively, before the 
completion of the technical preparations for international publication. 

Within 19 months from the priority date, a demand for international preliminary examination must be filed if the applicant 
wishes to postpone the entry into the national phase until 30 months from the priority date (in some Offices even later). 

Within 20 months from the priority date, the applicant must perform the prescribed acts for entry into the national phase 
before all designated Offices which have not been elected in the demand or in a later election within 19 months from the 
priority date or could not be elected because they are not bound by Chapter II. 





Name and mailing address of the International Searching Authority 

^ European Patent Office, P.B. 5818 Patentlaan 2 
JNV NL-2280 HV Rijswijk 

Qljl Tel. (+31-70) 340-2040, Tx. 31 651 epo nl, 
tSSr Fax: (+31-70) 340-3016 


Authorized officer 

Anu Laakkonen 



Form PCT/ISA/220 (July 1998) 



NOTES TO FORM PCT/ISA/220 



These Notes are intended to give the basic instructions concerning the filing of amendments under article 19. The 
Notes are based on the requirements of the Patent Cooperation Treaty, the Regulations and the Administrative Instructions 
under that Treaty. In case of discrepancy between these Notes and those requirements, the latter are applicable. For more 
detailed information, see also the PCT Applicant's Guide, a publication of WIPO. 

In these Notes, "Article*, "Rule", and "Section* refer to theprovisions of the PCT, the PCT Regulations and the PCT 
Administrative Instructions respectively. 



INSTRUCTIONS CONCERNING AMENDMENTS UNDER ARTICLE 19 



The applicant has, after having received the international search report, one opportunity to amend the claims of the 
international application. It should however be emphasized that, since ail parts of the international application (claims, 
description and drawings) may be amended during the international preliminary examination procedure, there is usually 
no need to file amendments of the claims under Article 19 except where, e.g. the applicant wants the latter to be published 
for the purposes of provisional protection or has another reason for amending the claims before international pbulication. 
Furthermore, it should be emphasized that provisional protection is available in some States only. 



What parts of the International application may be amended? 

Under Article 1 9, only the claims may be amended. 

During the intern at ionaJ phase, the claims may also be emended (or further amended) under Article 34 before 
the International Preliminary Examining Authority. The description and drawings may only be amended under 
Article 34 before the international Examining Authority. 

Upon entry into the national phase, all parts of the international application may be amended under Article 28 
or, where applicable, Article 41 . 



Whan? Within 2 months from the date of transmittal of the international search report or 1 6 months from the priority 

date, whichever time limit expires later. It should be noted, however, that the amendments will be considered 
as having been received on time if they are received by the International Bureau after the expiration of the 
applicable time limit but before the completion of the technical preparations for international publication 
(Rule 46.1). 



Where not to file the amendmentm? 

The amendments may only be filed with the Internationa) Bureau and not with the receiving Office or the 
International Searching Authority (Rule 46.2). 

Where a demand for international preliminary examination has been As filed, see below. 



How? Either by cancelling one or more entire claims, by adding one or more new claims or by amending the text of 

one or more of the claims as filed. 

A replacement sheet must be submitted for each sheet of the claims which, on account of an amendment or 
amendments, differs from the sheet originally fifed. 

All the claims appearing on a replacement sheet must be numbered in Arabic numerals. Where a claim is 
cancelled, no renumbering of the other claims is required. In ad cases where claims are renumbered, they must 
be renumbered consecutively (Administrative Instructions, Section 205(b)). 

The amendments must be made In the language in which the International application is to be published. 



What documents must/may accompany the amendments? 
Letter (Section 205(b)): 

The amendments must be submitted with a letter. 

The letter will not be published with the international application and the amended claims. It should not be 
confused with the "Statement under Article 1 9(1)' (see below, under 'Statement under Article 19(1)"). 

The letter must be In English or French, at the choice of the applicant. However, If the language of the 
international application Is English, the letter must be In English; if the language of the International application 
is French, the letter must be In French. 



Notes to Form PCT/ISA/220 (first sheet) (January 1994) 
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NOTES TO FORM PCT/ISA/220 (continued) 



inHieate the differences between the claims as filed and the claims as amended. It must, in 
^ut™^ appearing in the intematjona, application (it being understood 

that identical indications concerning several claims may be grouped),whether 

(i) the claim is unchanged; 

(H) the claim is cancelled; 

(iii) the claim is new; 

(iv) the claim replaces one or more claims as filed; 

(v) the claim is the result of the division of a claim i 



The following examples Illustrate the manner In which amendments must be explained In the 
accompanying letter: 

1 [Where originally there were 48 claims and after amendment of some claims there are! 51 1- 
hamuli to 29/31 , 32, 34, 35, 37 to 48 replaced by amended claims beanng the same numbers, 
claims 30, 33 and 36 unchanged; new claims 49 to 51 added." 

2 [Where originally there were 1 5 claims and after amendment of all claims there are 1 1 J: 
•aaims 1 to 1 5 replaced by amended claims 1 to 1 1 

3. [Where originally there were 14 claims and the amendments consist in cancelling some claims and in adding 

^msTto 6 and 14 unchanged; claims 7 to 13 cancelled; new claims 15, 16 and 17 added.- or 
•Claims 7 to 1 3 cancelled; neWclaims 1 5, 16 and 17 added; all other claims unchanged. 

4. [Where various kinds of amendments are made): ^ nmandad 
l a«ms 1-10 unchanged; claims 11 to 13, 18 and 19 cancelled; claims 1 4, 15 and 16replacedby amended 
d^m 14; claim 17 subdivided into amended claims 15, 16 and 17; new claims 20 and 21 added. 



under article 19(1)" <R*« 

The amendments mav be accompanied by a statement explaining the amendments and indicating any impact 
S!2 s^^r^m^mi^v^ thedescnption and the drawing, (which cannot be amended under 
Article 19(1)). 

The statement will be published with the international application and the amended claims. 
It must be In the language In which the International apppHcatlon Is to be published. 

It must be brief, not exceeding 500 words if in English or if translated into English. 

It should not be confused with and does not replace the letter ^catinj ^-^ZZl ^^TZ^na 
as filed and as amended. It must be filed on a separate sheet and must be identified as such by a heading, 
preferably by using the words •Statement under Article 1 9(1)." 

It may not contain any disparaging comments on the international search report "J**™*™™***^™ 
coined "that report. Reference to citations, relevant to a given daim, contained in the international search 
report may be made only in connection with an amendment of that claim. 



If a demand tor International preliminary examination has already been filed 

If at the time of fiKng any amendments under Article 1 9, a demand for international preliminaryexamin^n 
haea^adTbeen submitted, the applicant must preferably, atthesame bme of ^^J^^^^ h ih * 
mtefrrttonal Bureau, also file a copy of such amendments with the International Preliminary Examining 
Authority (see Rule 62.2(a), first sentence). 



Consequ 



with regard to translation of the International application for entry Into the national phase 

The applicant's attention is drawn to the fact that, where upon entry into the ^^l^Ai^^^daf^ 
da?rrmas amended under Article 19 may have to be furnished to the designated/elected Offices, instead of, or 
in addition to, the translation of the daims as filed. 

For further details on the requirements of each designated/elected Office, see Volume II of the PCT Applicant's 
Guide. 



Notes to Form PCT/ISA/220 (second sheet) (January 1994) 



PATENT COOPERATION TREATY 

PCT 



INTERNATIONAL SEARCH REPORT 

(PCT Article 18 and Rules 43 and 44) 



Applicant's or agenfs file reference 

99,216-T 


FOR FURTHER see Notification of Transmittal of International Search Report i 
(Form PCT/ISA/220) as well as, where applicable, Item 5 below. 

ACTION 


International application No. 
PCT/ US 01/50574 


International filing date (day/month/year) 

21/12/2001 


(Earliest) Priority Date (day/month/year) 

21/12/2000 


Applicant 

BOARD OF TRUSTEES OF THE UNIVERSITY OF ILLINOIS 



This International Search Report has been prepared by this International Searching Authority and is transmitted to the applicant 
according to Article 18. A copy is being transmitted to the International Bureau. 

This International Search Report consists of a total of 7 sheets. 

|X| It is also accompanied by a copy of each prior art document cited in this report. 



1 . Basis of the report 

a. With regard to the language, the international search was carried out on the basis of the international application in the 
language in which it was filed, unless otherwise indicated under this item. 



□ 



the international search was carried out on the basis of a translation of the international application furnished to this 
Authority (Rule 23.1(b)). 



With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international search 

was carried out on the basis of the sequence listing : 

| | contained in the international application in written form. 

filed together with the international application in computer readable form, 
furnished subsequently to this Authority in written form, 
furnished subsequently to this Authority in computer readble form. 



□ 
E 
E 
E 

E 



the statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

the statement that the information recorded in computer readable form is identical to the written sequence listing has been 
furnished 



2. 
3. 



[Xj Certain claims were found unsearchable (See Box I). 
| | Unity of invention is lacking (see Box ii). 

With regard to the title, 

(X| the text is approved as submitted by the applicant. 

| | the text has been established by this Authority to read as follows: 



5. With regard to the abstract 

[X] the text is approved as submitted by the applicant. 

□ the text has been established, according to Rule 38.2(b), by this Authority as it appears in Box III. The applicant may, 
within one month from the date of mailing of this international search report, submit comments to this Authority. 

6. The figure of the drawings to be published with the abstract is Figure No. J 



[ | as suggested by the applicant. Q None of the figures. 

| | because the applicant failed to suggest a figure. 
[X] because this figure better characterizes the invention. 



Form PCT/ISA/210 (first sheet) (July 1998) 



INTERNATIONAL SEARCH REPORT 



International Application No 

PCT/US 01/50574 



A. CLASSIFICATION OF SUBJECT MATTER 

IPC 7 C12Q1/68 



According to International Patent Classification (IPC) or to both national classification and IPC 



B. RELOS SEARCHED 



Minimum documentation searched (classification system followed by classification symbols) 

IPC 7 C12Q 



Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (name of data base and, where practical, search terms used) 

EPO-Internal, WPI Data, BIOSIS, MEDLINE, EMBASE 



C. DOCUMENTS CONSIDERED TO BE RELEVANT 



Category ° Citation of document, with indication, where appropriate, of the relevant passages 



Relevant to claim No. 



WO 99 10479 A (LEXICON GENETICS ) 
4 March 1999 (1999-03-04) 



line 10 -page 11, line 5; claims 



page 
1-18 
page 29 



G0NOS EFSTATHIOS S ET AL: "Cloning and 
identification of genes that associate 
with mammalian replicative senescence" 
EXPERIMENTAL CELL RESEARCH, SAN DIEGO, CA, 
US, 

vol. 240, no. 1, 

10 April 1998 (1998-04-10), pages 66-74, 
XP002207761 
ISSN: 0014-4827 
the whole document 

-/-- 



1-83, 

86-94, 

97-107 



1-83, 

86-94, 

97-107 



m 



Further documents are listed in the continuation of box C. 



Patent family members are listed in annex. 



° Special categories of cited documents : 

'A* document defining the general state of the art which is not 

considered to be of particular relevance 
'E' earlier document but published on or after the international 

filing date 

'L" document which may throw doubts on priority claim(s) or 
which is cited to establish the publication date of another 
citation or other special reason (as specified) 

'O* document referring to an oral disclosure, use, exhibition or 
other means 

■P* document published prior to the international filing date but 
later than the priority date claimed 



'T* later document published after the international filing date 
or priority date and not in conflict with the application but 
cited to understand the principle or theory underlying the 
invention 

•X' document of particular relevance; the claimed invention 
cannot be considered novel or cannot be considered to 
involve an inventive step when the document is taken alone 

■Y" document of particular relevance; the claimed invention 

cannot be considered to involve an inventive step when the 
document is combined with one or more other such docu- 
ments, such combination being obvious to a person skilled 
in the art. 

document member of the same patent family 



Date of the actual completion of the international search 



30 June 2003 



Date of mailing of the international search report 



11/07/2003 



Name and mailing address of the ISA 

European Patent Office. P.B. 5818 Patentlaan 2 
NL - 2280 HV Rijswijk 
Tel. (+31-70) 340-2040. Tx. 31 651 epo nl. 
Fax: (+31-70) 340-3016 



Authorized officer 



Moreno de Vega, C 
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INTERNATIONAL SEARCH REPORT 



International Application No 

PCT/US 01/50574 



C(Contlnuatlon) DOCUMENTS CONSIDERED TO BE RELEVANT 


Category 0 


Citation of document, with indication .where appropriate, of the relevant passages 


Relevant to claim No. 


v 
X 


P U AMP D n CT Al . "CCCCPTC AC 

CHANG d-D ET AL: trrtCIo Ur 


1-83, 




D01IJAC1 /PTD"! /CHTI AM PCI 1 III AO PCMC 

rYlWAr 1/Llrl/SDl 1 UN LELLULAK GENE 


OC A A 

86-94, 




CVDDCCCTnM. TMDI TPATTAMC CAD 

tArKtooIUN: IrirLlCAi IONS rUK 


rtT 1 A7 

97-10/ 




p a dp t map mir c t c ccmccpcmpc Akin 
CARCINOGENESIS, SENESCENCE, AND 






AGE-RELATED DISEASES" 






PROCEEDINGS OF THE NATIONAL ACADEMY OF 






SCIENCES OF USA, NATIONAL ACADEMY OF 






CPTCMPC MACUTMPTAM IIC 

SCIENCE. WASHINGTON, US, 






l)A i r\ t _ ft a«*v»<{ i onnn / ft ft ft ft ft a \ 

VOI. 97, no. 8, April 2000 (2000-04;, 






m. «. m AOfti \/nftftftftoi o ft o 

pages 4291-4296, XP000921392 






TCCM. PiP»0"7 OAOA 

ISSN: U0Z/-84Z4 






tne wnoie aocument 




v 

A 


PUAMP D A CT Al . "DAI C AC DCO AMI*l DOI 

CHANG B D ET AL: ROLE Or P53 AND P21 


1-83 , 




WAF1/CIP1 IN SENESCENCE-LIKE TERMINAL 


86-94, 




PROLIFERATION ARREST INDUCED IN HUMAN 


97-107 




TMMAD PCI I C DV PUCMATUCD A D CI IT T P HDIIPO" 

IUM0R CELLS BY CHEMOTHEKAPEUTIC DRUGS 






AMPAPCMC D A C T MP CTAfC LIAMTC PD 

ONCOGENE, BAblNGb f OKE , HANIS, GB , 






vol. io, August 1999 ti999-Ua;, pages 






AQPiQ ylQIQ VDPinnQOOCCC 

4oUo— 4oIo, ArUUUy^^OOD 






TCCM. AOCA AOOO 

ISSN: 0950-9232 






the whole document 




Y 


ft II A fcl ft nrV ft Til rT *i || A -.-i-^-k-.-k-*.-*,— a 1 4 L» 

CHANG BEY-DIH ET AL: A senescence- like 


1 ft ft 

1-83, 




phenotype distinguishes tumor cells that 


ft C ft A 

86-94 , 




undergo terminal proliferation arrest 


97-107 




after exposure to anticancer agents." 






PA MP CD DCCCADPU 

CANCER RESEARCH, 






llA i pa _ i r 

vol . 59, no. 15, 






l August 1999 v 1999-Uo-oi ; , pages 






3/01-3/0/, XruuZZ4bo58 






TCCM. AAAO CA"70 

ISSN: 0008-54/2 






the whole document 




v 
X 


DDTMI AMA TUAMAC CT Al . >>AMii uif AM j; 

rKIMLANO THOMAS El AL. Activation Of 


1-83, 




accelerated senescence by the cancer 


G£ ft A 

86-94 , 




chemopreventi ve agent 


97-107 




N-(4-nydroxyphenyl Jretinamide (4-HPR) in 






prostate carcinoma cell lines." 






ooap rrnT aip ft r* tup AuroTftAn appa^t attaai 

PROCEEDINGS OF THE AMERICAN ASSOCIATION 






f- ft ft A AIIAro DPPPADAH A ILIMI 1 A 1 

FOR CANCER RESEARCH ANNUAL, 






no. 41, March 2000 (2000-03), page 852 






XP001152963 






91st Annual Meeting of the American 






Association for Cancer Research. ;San 






Francisco, California, USA; April 01-05, 






2000, March, 2000 






ISSN: 0197-016X 






the whole document 




X 


W0 00 61751 A (BOARD OF TRUSTEES OF THE 


1-83, 




UNIVERSITY OF ILLINOIS) 


86-94, 




19 October 2000 (2000-10-19) 


97-107 




the whole document 
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INTERNATIONAL SEARCH REPORT 



International Application No 

PCT/US 01/50574 



C.(Contlnuatfon) DOCUMENTS CONSIDERED TO BE RELEVANT 



Category ° Citation of document, with indication.where appropriate, of the relevant passages 



Relevant to claim No. 



x,p 



KRAMER DEBORA L ET AL: "Polyamine 
depletion in human melanoma cells leads to 
Gl arrest associated with induction of 
P21WAF1/CIP1/SDI1, changes in the 
expression of p21-regulated genes, and a 
senescence-like phenotype." 
CANCER RESEARCH, 
vol. 61, no. 21, 

1 November 2001 (2001-11-01), pages 
7754-7762, XP001 152964 
ISSN: 0008-5472 
the whole document 



1-83, 

86-94, 

97-107 
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International Application No. PCT/US 01 £0574 



FURTHER INFORMATION CONTINUED FROM PCT/ISA/ 210 



Continuation of Box 1.2 
Claims Nos.: 84, 85, 95, 96 



Present claims 84, 85, 95, 96 relate to an extremely large number of 
possible compounds and methods using them. Said compounds are very 
unclearly defined by a method for their identification. Support within 
the meaning of Article 6 PCT and/or disclosure within the meaning of 
Article 5 PCT is not to be found, however, for the compounds claimed. In 
the present case, the claims so lack support, and the application so 
lacks disclosure, that a meaningful search over the claimed scope is 
impossible. 

The applicant's attention is drawn to the fact that claims, or parts of 
claims, relating to inventions in respect of which no international 
search report has been established need not be the subject of an 
international preliminary examination (Rule 66.1(e) PCT). The applicant 
is advised that the EPO policy when acting as an International 
Preliminary Examining Authority is normally not to carry out a 
preliminary examination on matter which has not been searched. This is 
the case irrespective of whether or not the claims are amended following 
receipt of the search report or during any Chapter II procedure. 



INTERNATIONAL SEARCH REPORT 



International application No. 
PCT/US 01/50574 



Box I Observations where certain claims were found unsearchable (Continuation of item 1 of first sheet) 

This International Search Report has not been established in respect of certain claims under Article 17(2)(a) for the following reasons: 
1. r~] Claims Nos.: 

because they relate to subject matter not required to be searched by this Authority, namely: 



2. PH Claims Nos, 84, 85, 95, 96 

because they relate to parts of the International Application that do not comply with the prescribed requirements to such 
an extent that no meaningful International Search can be carried out, specifically: 

see FURTHER INFORMATION sheet PCT/ISA/210 



3. Claims Nos.: 

because they are dependent claims and are not drafted in accordance with the second and third sentences of Rule 6.4(a). 

Box II Observations where unity of invention is lacking (Continuation of item 2 of first sheet) 

This International Searching Authority found multiple inventions in this international application, as follows: 



1 . I I As all required additional search fees were timely paid by the applicant, this International Search Report covers all 
' — I searchable daims. 



2. M As ail searchable claims could be searched without effort justifying an additional fee, this Authority did not invite payment 
of any additional fee. 



3. I I As only some of the required additional search fees were timely paid by the applicant, this International Search Report 
' — I covers only those claims for which fees were paid, specifically claims Nos.: 



4. ["J No required additional search fees were timely paid by the applicant. Consequently, this International Search Report is 
restricted to the invention first mentioned in the claims; it is covered by claims Nos.: 



Remark on Protest [ | The additional search fe s were accompanied by the applicant's protest. 

| | No protest accompanied the payment of additional search fees. 
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Information on patent family members 



International Application No 

PCT/US 01/50574 
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